United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Track-mark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/001,891 



FILING DATE 



I I /I 'J/200 1 



FIRST NAMED INVENTOR 



20350 7590 08/05/2009 

TOWNSEND AND TOWNSEND AND CREW, LLP 
TWO EMBARCADERO CENTER 
EIGHTH FLOOR 

SAN FRANCISCO, CA 941 1 1-3834 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



015358-007400US 



PATEL, MANGLESH M 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/001,891 


Applicant(s) 
HULL ET AL. 


Examiner 

MANGLESH M. PATEL 


Art Unit 

2178 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 05 May 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-10 and 13-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-10 and 13-28 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20090802 



Application/Control Number: 1 0/001 ,891 Page 2 

Art Unit: 2178 

DETAILED ACTION 

1 . This Second Non-Final action is responsive to the amendment filed on 5/5/2009. 

2. In the amendmenl claims 1-10 & I3-2X remain pending. Claims 11-12 have been canceled. Claims 1, 6, 13, IS, 23 and 
26 are die independent claims. 



W ithdrawn Rejections 

3. The 35 U.S.C. 101 rejections of claims 11-12, 13-17 and 18-22 have been withdrawn hi light of the amendment. 

4. The 35 U.S.C. 102 (e) rejections of claims 1-28 with cited reference of Brown (U.S. 6,665,838) have been withdrawn 
in light of the persuasive arguments. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the rejections under 

this section made in this Office action: 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the in\ ention thereof by the applicant for a patent. 

6. Claims 1-10 and 13-28 are rejected under 35 U.S.C. 102(a) as being anticipated by Yang (U.S. 6,301,586, published on 
Oct. 9, 2001). 

Regarding Independent claims 1, 13 and 23, A computer-implemented method of generating a paper document based 
upon a plurality of multimedia documents storing multimedia information hi electronic form, the method comprising: 
reeeh ing iniormalion al a processor of a computer s\ stem identil\ ing a select inn criterion; aiiak zing with the 
proc essor ol'the com p uter s \sicm the multimedia information stored by the pluralit) of multimedia documents based on 
ihc informatio n to identil) poii'mns of \ ideo iniormalion or aud io informa ti on in the multimedia information that 
salisfi the selection criterion; cxiixiciinu the identified portion* of \ i deo ii ilormalioit or audio inf ormat i on i n the 
multimedia information with the processor of the computer svstem including at least a first portion of video 
inlormalioi) or audio information extracted by the processor from a first multimedia document jnthe plurality of 
multimedia documents and a second portion of muco information or audio iniormalion extracted by the processor from 
a second multimedia document hi the plurality of multimedia documents; and printing the portions of Video 
inior malion or au dio inior malion in the multimedia information that satislv the selection criterion usin g an o utput 
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_ _ extracted second portion, on a 

paper medium to generate the paper document comprising a set of one or more printed pages. 



Yang discloses generating a paper document based on a plurality of multimedia documents defined as a collection (see 
column 1, lines 45-67 & column 2, lines 14-25 & column 14, lines 60-67 & column 15, lines 5-67 & fig 18). Yang's 
system operates on a computer and includes a processor thereby performing the steps of analyzing multimedia 
information (see column 5, line 1 1). He discloses identifying a selection criterion as using search related 
functions/query as is known in the art for searching and accessing databases to retrieve multimedia objects (column 7, 
lines 19-26). Column 24, lines 40-50 discloses "The real power of this media database management system is the 
powerful and flexible way to query the database system by using predefined criteria " thereby teaching identifying a 
selection criterion. The processor anal) /es the multimedia information stored by a plurality of multimedia documents 
to identify portions as clips of \ ideo information or audio as sound components as disclosed in column 1, lines 45-67 
that satisfy the predefined criteria. He discloses extracting the identified portions of video information as clips or audio 
information as sound components extracted by the processor from a first multimedia document. All the clips of a fu st 
multimedia document are stored as a collection and those of a second multimedia document as a second collection and 
those of a third multimedia document as a third collection etc., limited only by the storage capabilities of a device (see 
fig 7 disclosing videos thereby comprising a plurality of multimedia documents). Furthermore the user can extract the 
clips or sound components based on the criterion to generate a new album/collection for printing as shown in fig 14-19. 
lie discloses printing the portions of Video information or clips that satisfy the predefined criteria using an output 
device such as a printer that includes a first clip or portion from a first collection and a second clip from a second 
collection as a new collection on a paper medium to generate a set of one or more printed pages which includes the 
number of clips per page as specified by the user and disclosed in figs 1 9-2 1 . 



Regarding Dependent claims 2 and 14, Yang discloses w herein printing the portions of \ ideo information or audio 
information in the multimedia information that satisfy the selection criterion using the output device associated with the 
computer system on the paper medium to generate the paper document comprises: printing text information on at least 
one page of the set of printed pages of the paper document using the output device such that words in the text 
information that satisfy the selection criterion are annotated, wherein the text information is extracted bv the processor 
from the portions of video information or audio information in the multimedia information (see column 22, lines 42-55 
& fig 22-23, which discloses printing text information on a page as annotated data, the text information being extracted 
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by the processor from the clips). 

Regarding Dependent claims 3 and 15, Yang discloses wherein printing the portions of \ iJco i nlo rmation or audio 
information in the multimedia information that satisl\ the selection criterion usiim the output de\ ice associated with the 
computer system on the paper medium to generate the paper document comprises: printing one or more video frames 
on at least one page of the set of printed pages of the paper document using the output device such that at least one- 
video frame that satisfies the selection criterion is annotated, wherein the one or more video frames are extracted by the 
processor from the portions of video information in the multimedia information (see column 1, lines 45-67 & column 2, 
lines 1-67, including the explanation pro\ ided in the Independent claim). 

Regarding Dependent claims 4, 10, 16 and 22, Yang discloses wherein reeei\ ing the information at the processor of 
the computer s\ stem identif) ing the selection criterion comprises: receh ing information at the p rocessor identifying a 
topic of interest (see column 1, lines 45-67 & column 2, lines 1-67, including the explanation provided in the 
Independent claim). 

Regarding Dependent claims 5, 17 and 25, Yang discloses wherein printing the portions of video information or 
audio iiiiorin.iiipn in the multimedia information that satisfy the selection criterion usiim the output device associated 
with the computer system on the paper medium to generate the paper document comprises: generating a printable 
representation using the processor for the portions of the \ klco information or audio informa tio n in the multimedia 
information that satisl) the selection criterion; and planting the printable representation using th e output device on the 
paper medium to generate the paper document (see column 1, lines 45-67 & column 2, lines 1-67, including the 
explanation provided in the Independent claim). 

Regarding Independent claims 6, 18 and 26, A method of generating a paper document using multimedia 
information stored by a first multimedia document and a second multimedia document, the method comprising: 
Receivin g, at the processor of a com p uter >\ >icm, input identifying a selection criterion; Accessing with the processor 
printable representations for the first multimedia document and the second multimedia document; Analyzing with the 
processor the printable representation for the first multimedia document in response to the input to identify at least one 
portion of the printable representation that satisfies the selection criterion; analyzing with the processor the printable 
representation for the second multimedia document in response to the input to identify at least one portion of the 
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printable representation that satisfies the selection criterion; generating a consolidated printable representation with the 
processor thai includes the at least one portion ol the printable representation lor the first multimedia document and the 
at least one portion for the second multimedia document that satisfy the selection criterion; and printing the 
consolidated printable representation using an output device associated with the computer system on a paper medium to 
generate the paper document comprising one or more printed pages. 

Yang discloses generating a paper document based on a plurality of multimedia documents defined as a collection (see 
column 1, lines 45-67 & column 2, lines 14-25 & column 14, lines 60-67 & column 15, lines 5-67 & fig 18). Yang's 
system operates on a computer and includes a processor thereby performing the steps of analyzing multimedia 
information (see column 5, line 1 1). He discloses identifying a selection criterion as using search related 
functions/query as is known in the art for searching and accessing databases to retriex e multimedia objects (column 7, 
lilies 19-26). Column 24, lines 40-50 discloses "The real power of this media database management system is the 
powerful and flexible way to query the database system by using predefined criteria " thereby teaching identifying a 
selection criterion. The processor analyzes the multimedia information stored by a plurality of multimedia documents 
to identify portions as clips of video information or audio as sound components as disclosed in column 1, lines 45-67 
that satisfy the predefined criteria. He discloses extracting the identified portions of video information as clips or audio 
information as sound components extracted by the processor from a first multimedia document. All the clips of a first 
multimedia document are stored as a collection and those of a second multimedia document as a second collection and 
those of a third multimedia document as a third collection etc., limited only by the storage capabilities of a device (see 
fig 7 disclosing videos thereby comprising a plurality of multimedia documents). Furthermore the user can extract the 
clips or sound components based on the criterion to generate a new album/collection for printing as shown in fig 14-19. 
lie discloses printing the portions of Video information or clips that satisfy the predefined criteria using an output 
device such as a printer that includes a first clip or portion from a first collection and a second clip from a second 
collection as a new collection on a paper medium to generate a set of one or more printed pages which includes the 
number of clips per page as specified by the user and disclosed in figs 19-21. 

Regarding Dependent claims 7, 19 and 27, Yang discloses wherein: anal} zing the printable representation for the 
first multimedia document comprises determining at least one page in the printable representation for the first 
multimedia document that comprises information that satisfies the selection criterion; analyzing the printable 
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representation lor the second multimedia document comprises determining at least one page in the printable 
representation for the second multimedia document that comprises information that satisfies the selection criterion; and 
generating the consolidated printable representation comprises including the at least one page from the printable 
representation for the first multimedia document and the at least one page from the printable representation for the 
second multimedia document in the consolidated printable representation ( see column 1 , lines 45-67 & column 2, lines 
1-67, including the explanation pro\ ided in the Independent claim). 

Regarding Dependent claims 8 and 20, Yang discloses wherein printing the consolidated printable representation on 
the paper medium to generate the paper document comprises: printing text information on at least one page of the one 
or more printed pages of the paper document such that words in the text information that satisfy the selection criterion 
are annotated (see column 1, lines 45-67 & column 2, lines 1-67, including the explanation provided in the Independent 
claim). 

Regarding Dependent claims 9 and 21, Yang discloses w herein printing the consolidated printable representation on 
the paper medium to generate the paper document comprises: printing one or more video frames on at least one page of 
the one or more printed pages of the paper document such that at least one video frame of the one or more video frames 
that satisfies the selection criterion is annotated (see column 1, lines 45-67 & column 2, lines 1-67, including the 
explanation provided in the Independent claim). 

Regarding Dependent claim 24, with dependency of claim 23, Yang discloses wherein the code for printing the 
portions olVi dco iiiloiinali o n or au dio- informatio n the multimedia information that satisfy the selection criterion on the 
paper medium to generate the paper document comprises: code for printing text information on at least one page of the 
set of printed pages of the paper document such that words in the text information that satisfy the selection criterion are 
annotated, wherein the text information is extracted from the portions of video in formation or audio i nformation in the 
multimedia information; and code for printing one or more video frames on the at least one page such that at least one 
video frame that satisfies the selection criterion is annotated, wherein the one or more video frames are extracted from 
the portions of \ ideo informati on or au dio inlormai ipn in the multimedia information (see column 1. lines 45-67 & 
column 2, lines 1-67, including the explanation provided in the Independent claim). 
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Regarding Dependent claim 28, w ith dependency of claim 26, Yang discloses wherein the code for printing the 
consolidated printable representation on the paper medium to generate the paper document comprises: code for printing 
text information on at least one page of the one or more printed pages of the paper document such that words in the text 
information that satisfy the selection criterion are annotated; and code for printing one or more \ ideo frames on at least 
one page of the one or more printed pages of the paper document such that at least one video frame of the one or more 
\ideo frames that satisfies the selection criterion is annotated (see column 1, lines 45-67 & column 2, lines 1-67, 
including the explanation provided in the Independent claim). 

It is noted that any citation [[s]] to specific, pages, columns, lines, or figures in the prior art references and any 
interpretation of the references should not be considered to be limiting in any way. A reference is relevant for 
all it contains and may be relied upon for all that it would have reasonably suggested to one having ordinary 
skill in the art. [[See, MPEP 2123]] 

Response to Arguments 

7. Applicants arguments filed 5/5/2009 have been fully considered but are moot in view of the new grounds of rejection. 

Conclusion 
References Cited 

8. The art made of record and not relied upon is considered pertinent to applicant's disclosure. 
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